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DETAILED ACTION 



Prelim . Amd t/Amendmen t 

1. Receipt is acknowledged of the Amendment filed 03/3 0/2006. 

Claim Rejections - 35 USC § 102 

2 . The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for 
patent by another filed in the United States before the invention thereof 
by the applicant for patent, or on an international application by another 
who has fulfilled the requirements of paragraphs (1), (2), and (4) of 
section 371(c) of this title before the invention thereof by the applicant 
for patent. 

The changes made to 35 U.S.C. 102(e) by the American 
Inventors Protection Act of 1999 (AIPA) and the Intellectual 
Property and High Technology Technical Amendments Act of 2002 do 
not apply when the reference is a U.S. patent resulting directly 
or indirectly from an international application filed before 
November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the 
amendment by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 

3. Claims 1, 21-22 and 25 are rejected under 35 U.S.C. 102(e) 
as being anticipated by Andersen et al (US 6333692 Bl) . 
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Re claim 1: Andersen et al discloses a method of operating 
a self-service checkout terminal (col. 9, lines 40-46) 
comprising the steps of: allowing consumer scanning of an item 
for purchase via a scanner; determining, after successfully 
scanning the item, whether the item has an active electronic 
article surveillance tag (figs. 2 and 4; col. 5, line 19 through 
col. 6, line 49); and allowing deactivation of the active 
electronic article surveillance tag by the consumer via an 
active electronic article surveillance tag deactivator after 
determining that the item has an electronic article surveillance 
tag (col. 9, lines 40-46). 

Re claim 21: Andersen et al discloses a method of operating 
a checkout (col. 9, lines 40-46) terminal comprising: scanning 
an item with a scanner; determining that the scanned item has an 
electronic article surveillance tag (figs. 2 and 4; col. 5, line 
19 through col. 6, line 49); allowing, after the step of 
determining, deactivation of the electronic article (i.e., 
sending a signal to enable the deactivator 300) (col. 6, lines 
5-8); and disabling (i.e., inhibit scan function) the scanner 
from scanning other items based upon the step of determining 
(col. 9, lines 24-34) . 

Re claim 22: activating an indicia (i.e., prompt the 
customer) identifying the location of an active electronic 



Application/Control Number: 10/001,389 
Art Unit: 2876 



Page 4 



article surveillance tag deactivator; and wherein the step of 
allowing further comprises allowing deactivation of the 
electronic article surveillance tag with an active electronic 
article surveillance tag deactivator (col. 9, lines 40-46) . 

Re claim 25: wherein the disabling comprises disabling the 
scanner from scanning other items until the electronic article 
surveillance tag has been deactivated (col. 9, lines 24-46). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

5. This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S.C. 103(a), 
the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to 
point out the inventor and invention dates of each claim that 
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was not commonly owned at the time a later invention was made in 
order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior 
art under 35 U.S.C. 103(a). 

6. Claims 2-3, 8-9, 13-16, 20 and 23 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Andersen et al in view 
of Plonsky et al (US 5341125 A) . The teachings of Andersen et 
al have been discussed above. 

Re claims 2-3, 8-9, 13-16, 20 and 23: Andersen et al has 
been discussed above, but is silent with respect to 
determining/detecting whether the item has an active electronic 
article surveillance tag includes utilizing an electronic 
article surveillance detector, which is associated with the 
scanner and comprises a coil and electronic circuitry/logic that 
is operative to obtain a signal from the coil indicative of the 
active electronic article surveillance tag, respectively. 

Plonsky et al teaches a checkout counter 3 OA comprises a 
detector/deactivator 10 having transmitting coil 4 and receiving 
coil 5 for detecting the presence of an EAS tag 9, a 
deactivating coil 6 for deactivating the EAS tag 9, and 
microprocessor 2 0 for controlling the deactivating coil 6 to 
generate the deactivating field (figs. 2 & 3; col. 3, line 67 
through col. 6, line 21) . 
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It would have been obvious to an artisan of ordinary skill 
in the art at the time the invention was made to incorporate the 
detector/deactivator of Plonsky et al into the system as taught 
by Andersen et al in order to provide Andersen et al with an 
advanced wherein the EAS tag is detected by detector/deactivator 
in lieu of performing a look-up PLU process, which would enhance 
the system accuracy and reduce time consumption. 

7. Claims 4-7 and 24 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Andersen et al in view of Bellis Jr. et 
al (US 6,598,791 B2) . The teachings of Andersen et al have been 
discussed above. 

Re claims 4-7 and 24: Andersen et al has been discussed 
above but fails to teach or fairly suggest that the system 
further comprising a second electronic article surveillance 
detector associated with a bagwell/security scale of the self- 
checkout and is operative to determine whether the electronic 
article surveillance tag has been deactivated by the electronic 
article surveillance deactivator. 

Bellis Jr. et al teaches a bagging station 270 including an 
electronic article surveillance monitor 3 00 for detecting the 
presence of an active electronic article surveillance tag and a 
security scale 290 (fig. 1; col. 3, lines 37-51). 
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It would have been obvious to an artisan of ordinary skill 
in the art at the time the invention was made to further employ 
the electronic article surveillance detector associated with a 
bagwell/security scale as taught by Bellis Jr. et al into the 
system of Andersen et al in order to provide Andersen et al with 
the ability of assuring (i.e., check for an active EAS tag a 
second time) all paid items having EAS tags are completely 
deactivated before brought out of the store, which would 
eliminates fault detection (i.e., failure to deactivate a tag in 
an active state would set off an alarm when passing through a 
controlled exit) . Furthermore, such modification would provide 
Andersen et al with a more secure system (i.e., to prevent 
unscanned/unpaid items being bagged) . 

8. Claims 10-12 and 17-19 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Andersen et al as modified by Plonsky 
et al as applied to claims 8 and 15 above, and further in view 
of Bellis Jr. et al (US 6,598,791 B2) . The teachings of 
Andersen et al as modified by Plonsky et al have been discussed 
above . 

Re claims 10-12 and 17-19: Andersen et al/Plonsky et al has 
been discussed above but fails to teach or fairly suggest that 
the system further comprising a second electronic article 
surveillance detector associated with a bagwell/security scale 
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of the self -checkout and is operative to determine whether the 
electronic article surveillance tag has been deactivated by the 
electronic article surveillance deactivator. 

Bellis Jr. et al teaches a bagging station 270 including an 
electronic article surveillance monitor 300 for detecting the 
presence of an active electronic article surveillance tag and a 
security scale 290 (fig. 1; col. 3, lines 37-51) . 

It would have been obvious to an artisan of ordinary skill 
in the art at the time the invention was made to further employ 
the electronic article surveillance detector associated with a 
bagwell/security scale as taught by Bellis Jr. et al into the 
system of Andersen et al/Plonsky et al in order to provide 
Andersen et al/Plonsky et al with the ability of assuring (i.e., 
check for an active EAS tag a second time) all paid items having 
EAS tags are completely deactivated before brought out of the 
store, which would eliminates fault detection (i.e., failure to 
deactivate a tag in an active state would set off an alarm when 
passing through a controlled exit) . Furthermore, such 

modification would provide Andersen et al/Plonsky et al with a 
more secure, system (i.e., to prevent unscanned/unpaid items 
being bagged) . 

9. Claim 27 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Andersen et al in view of Bergman et al (US 
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5,69,142 A). The teachings of Andersen et al have been 
discussed above. 

Re claim 27: Andersen et al has been discussed above, but 
is silent with respect to indicating that an intervention is 
needed if the electronic article surveillance tag has not been 
deactivated with a predetermined time of allowing the 
deactivation. 

Bergman et al teaches an inquiry is made (i.e., alert 
operator) as to whether a tag intended to be deactivated is not 
deactivated after a predefined period of time (e.g., 350 
milliseconds) (fig. 3; col. 3, lines 22-32). 

It would have been obvious to an artisan of ordinary skill 
in the art at the time the invention was made to further 
incorporate the step of alerting operator when the detected 
active EAS tag is not deactivated after a predefined period of 
time as taught by Bergman et al into the system of Andersen et 
al in order to ensure that all paid items having EAS tags are 
completely deactivated before brought out of the store, 
preventing fault detection when the customer passes through the 
controlled exit (i.e., failure to deactivate a tag in an active 
state would set off an alarm when passing through a controlled 
exit) . 
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10. Claim 27 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Andersen et al in view of Bellis Jr. et al and 
Bergman et al . The teachings of Andersen et al and Bellis Jr. 
et al have been discussed above. 

Re claim 27: Andersen et al has been discussed above, but 
is silent with respect to detecting the electronic article 
surveillance tag with an electronic article surveillance tag 
detector located in a baggage area of the terminal . 

Bellis Jr. et al teaches a bagging station 270 including an 
electronic article surveillance monitor 3 00 for detecting the 
presence of an active electronic article surveillance tag and a 
security scale 290 (fig. 1; col. 3, lines 37-51) . 

It would have been obvious to an artisan of ordinary skill 
in the art at the time the invention was made to further employ 
the electronic article surveillance detector associated with a 
bagwell/security scale as taught by Bellis Jr. et al into the 
system of Andersen et al in order to provide Andersen et al with 
the ability of assuring (i.e., check for an active EAS tag a 
second time) all paid items having EAS tags are completely 
deactivated before brought out of the store, which would 
eliminates fault detection (i.e., failure to deactivate a tag in 
an active state would set off an alarm when passing through a 
controlled exit) . Furthermore, such modification would provide 
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Andersen et al with a more secure system (i.e., to prevent 
unscanned/unpaid items being bagged) . 

Andersen et al as modified by Bellis Jr. et al has been 
discussed above, but is silent with respect to indicating that 
an intervention is needed if the electronic article surveillance 
tag has not been deactivated with a predetermined time of 
allowing the deactivation. 

Bergman et al teaches an inquiry is made (i.e., alert 
operator) as to whether a tag intended to be deactivated is not 
deactivated after a predefined period of time (e.g., 350 
milliseconds) (fig. 3; col. 3, lines 22-32) . 

It would have been obvious to an artisan of ordinary skill 
in the art at the time the invention was made to further 
incorporate the step of alerting operator when the detected 
active EAS tag is not deactivated after a predefined period of 
time as taught by Bergman et al into the system of Andersen et 
al/Bellis Jr. et al in order to ensure that all paid items 
having EAS tags are completely deactivated before brought out of 
the store, preventing fault detection when the customer passes 
through the controlled exit (i.e., failure to deactivate a tag 
in an active state would set off an alarm when passing through a 
controlled exit) . 
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Response to Arguments 

11. Applicant's arguments with respect to claims 1-20 have been 
considered but are moot in view of the new ground (s) of 
rejection. 

Newly cited references to Andersen et al and Plonsky et al 
have been used in the new ground of rejections to further meet 
the limitations of the claimed invention. 

12. In response to the Applicant's argument to an authorization 
from the TC Director for re-opening prosecution (p. 21, line 11 
through p. 22, line 4 and p. 22, lines 12-17), the Examiner 
respectfully apologizes for the unintended improper error (i.e., 
the Office Action was mixed up with other regular Office Actions 
of other applications upon completing) . Accordingly, this 
Office Action is authorized and signed by TC Director. 

13. In response to the Applicant's argument to "... the Examiner 
has apparently determined that the BPAI is wrong as to the 
teaching of Bellis..." (p. 22, lines 5-11), the Examiner 
respectfully request the Applicant to further review the BPAI 
Decision wherein the Decision states that Bellis reference does 
not make up the deficiencies of Swartz and Bergman (p. 7, 1 st 
paragraph) . 

We have reviewed the Bellis and Garber references applied by the 
Examiner to address the scale/bagwell and EAS detector circuitry 
features, respectively, of various dependent claims. We find nothing, 
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however, in the Bellis and Garber references, which would overcome the 
innate deficiencies of Swartz and Bergman discussed supra. 

Since Bellis was utilized for a completely different ground of 
rejection (i.e., in the recent Office Action, Bellis was used to 
make up the deficiencies of Andersen et al and Plonsky et al) , 
the Examiner respectfully submits that the BPAI Decision did not 
give any comment regarding the new ground of rejections to 
Andersen et al in view of Plonsky et al and Bellis nor Andersen 
et al in view of Bellis. Likewise, Bergman et al was also 
utilized in a new ground of rejection to make up the 
deficiencies of Andersen et al. 

Conclusion 

14. The prior art made of record and not relied upon is 
considered pertinent to applicant's disclosure. 

The patents to Mason et al (US 6788205 Bl) ; Kane et al (US 
6154135 A); Lutz (US 6155486 A); Ghaffari et al (US 6169483 Bl) 
are cited as of interest and illustrate a similar structure to 
an automatic electronic article surveillance for self -checkout . 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Uyen-Chau 
N. Le whose telephone number is 571-272-23 97. The examiner can 
normally be reached on maxi-flex. 



Application/Control Number: 10/001,389 



Page 14 



Art Unit: 2876 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Michael G. Lee can be 



organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . If you would 
like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 
(IN USA OR CANADA) or 571-272-1000. 



reached on 571-272-2398. 



The fax phone number for the 
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Primary Examiner 
Art Unit 28 76 
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/ JANICE A. FALCONE 
' DIRECTOR 
TECHNOLOGY CENTER 2800 



